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DETAILED ACTION 
Response to Amendment 

1 . This action is in response to amendments filed 10/18/2007. Applicant's amendments 
with respect to pending claims 1,5, 8-17, 20-21, 24-34 and cancelled claims 2-4, 6-7, 13-14, 18- 
19, and 22-23 have been accepted. 

Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claim 24 rejected under 35 U.S.C. 112, second paragraph, as being indefinite for failing 
to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. 

3. Claim 24 recites the limitation "the printing system". There is insufficient antecedent 
basis for this limitation in the claim. 

Response to Arguments 

4. Applicant's arguments filed 1 0/1 8/2007 have been fully considered but they are not 
persuasive. It is Applicant's assertion that Rourke, Docter, and Kawamura patents, individually 
or in combination, do not disclose a printer as claimed in independent claim 1, do not disclose a 
method as claimed in independent claim 11, and do not disclose a system as claimed in 
independent claim 20. Specifically, Applicant asserts that Docter does not disclose evaluating a 
file at a printer and controlling printing of the file by the printer based on a prespecified 
characteristic from a packet including the file, wherein processing of the file by the printer is 
terminated and/or printing of the file by the printer is prevented if the prespecified characteristic 
is an undesirable characteristic, and wherein processing of the file by the printer proceeds 
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and/or printing of the file by the printer is conducted if the prespecified characteristic is a 
desirable characteristic, as claimed in independent claim 1,11 and 20. 

5. The Examiner observes that the Applicant is arguing against the references individually, 
and as a result offers that one cannot show nonobviousness by attacking references individually 
where the rejections are based on combinations of references. See In re Keller, 642 F.2d 413, 
208 USPQ 871 (CCPA 1981); In re Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 
1986). 

6. It is the combined disclosure of Rourke and Docter that meets Applicant's claim 
limitations. Rourke teaches a printing system (see Figure 1) which has been modified to include 
the filtering system of Docter (see Figure: 1: filtering system). Docter's filtering system, by virtue 
of a filtering system's functionality evaluates/analyzes files or documents based on specified 
characteristics, parameters, or criteria to determine (see column 3, lines 34-36), in view of 
Rourke, which files or documents are to actually be printed. It is obvious to one of ordinary skill 
in the art that a filtering system either enables or disables functionality from occurring. In this 
instance, the enabled or prohibited functionality is to process or terminate printing. As such the 
Examiner believes the combination of Rourke and Docter meets Applicant's claim limitation and 
therefore the rejection of claims 1, 5, 8- 12, 15- 17, 20-21, and 24-34 is maintained. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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7. Claims 1 , 5, 8 - 12, 15 - 17, 20 - 21, 26 - 28 and 30-34 are rejected under 35 

U.S.C. 103(a) as being unpatentable over Rourke et al. in US Patent No. 5077795 (hereinafter 

US 795) further in view of Docter et al. in US Patent No. 6330610 (hereinafter US '610). 

As it relates to claim 1, and similar claims 1 1 and 20, US 795 teaches: 
A printer, comprising: (see Figure 1) 

a processor; and 

a printing component in communication with said processor (see column 3, lines 33 - 
38); and 

but does not expressly disclose: 

a filtering program stored in a memory device or firmware of said printer and associated 
with said processor so as to evaluate a file received at said printer and control printing of said 
file by said printing component based on at least one prespecified characteristic from a packet 
including said file, 

wherein if said at least one prespecified characteristics is an undesirable characteristic 
processing of said file by said printer is terminated and printing of said file by said printer is 
prevented, and 

wherein if said at a least one prespecified characteristic is a desirable characteristic 
processing of said file by said printer proceeds and printing of said file by said printer is 
conducted. 

Docter et al. however in US '610 does disclose a filtering program stored in a memory 
device or firmware of said printer and associated with said processor (see Figure 10 and 
column 9, lines 51 - 65) so as to evaluate a file received at said printer and control printing of 
said file by said printing component based on at least one prespecified characteristic from a 
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packet including said file, (see Figure 11; column 1, line 66: a system for filtering data; column 
1 0, line 1 0 - column 1 1 , lines 1-7) 

wherein if said at least one prespecified characteristics is an undesirable characteristic 
processing of said file by said printer is terminated and printing of said file by said printer is 
prevented, (see column 2, line 2: first filter criteria; column 10, lines 32 - 33: where filtering is 
based on data received; and column 2, lines 14-15: where the profile data set contains 
elements associated with particular class of recipients) and 

wherein if said at a least one prespecified characteristic is a desirable characteristic 
processing of said file by said printer proceeds and printing of said file by said printer is 
conducted, (see column 2, line 5: second filter criteria; see column 10, line 62: where filter 
data processing code determines the destination of packet) 

At the time of the invention, it would have obvious to one of ordinary skill in the art to 
modify the printing system of Rourke et al. such that it would incorporated a filtering program as 
in Docter et al. The motivation for doing so would have been to provide security to printing 
devices. 

For claim 5, and similar claims 12 and 26, US 795 teaches the printer of claim 1 but 
does not expressly disclose, wherein said at least one prespecified characteristic comprises at 
least one of a file type, a source computer identifier, a user identifier, a file size, a password, 
time of transmission, cumulative number of files sent by a user, cumulative number of files sent 
by a user over a given time, file string, and time-consuming print commands. 

Docter et al. however in US '610 does disclose wherein said at least one prespecified 
characteristic comprises at least one of a file type, a source computer identifier, a user identifier, 
a file, size, a password, time of transmission, cumulative number of files sent by a user, 
cumulative number of files sent by a user over a given time, file string, and time-consuming print 
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commands, (see column 3, lines 30-40: any number of filtering parameters or attributes may 
be used to filter data). 

At the time of the invention, it would have obvious to one of ordinary skill in the art to 
modify the printing system of Rourke et al. such that it would incorporated a filtering program 
with filtering guidelines as in Docter et al. The motivation for doing so would have been to 
provide security to printing devices by identifying characteristics that are undesirable for printing. 

For claim 8, and similar claims 15 and 28, US 795 teaches the printer of claim 1 , but 
does not expressly disclose wherein said filtering program instructs said processor to cause 
said printing component to print said file only if said packet lacks said undesirable characteristic 
and has said desirable characteristic. 

Docter however does disclose wherein said filtering program instructs said processor to 
cause said printing component to print said file only if said packet lacks said undesirable 
characteristic and has said desirable characteristic (column 3, line 17: where unwanted data is 
eliminated). 

At the time of the invention, it would have obvious to one of ordinary skill in the art to 
modify the printing system of Rourke et al. such that it would incorporated a filtering program 
with filtering guidelines as in Docter et al. The motivation for doing so would have been to 
provide security to printing devices by identifying characteristics that are undesirable for printing. 

For claim 9, and similar claim 16, US 795 teaches the printer of claim 1 , but does not 
expressly disclose wherein said undesirable characteristic comprises one of a file type, a file 
string, a source computer identifier, a user identifier, a file size, and at least one prespecified 
command. 

Docter however does disclose wherein said undesirable characteristic comprises one of 
a file type, a file string, a source computer identifier, a user identifier, a file size, and at least one 



Application/Control Number: Page 7 

10/086,746 

Art Unit: 2132 

prespecified command (column 2, line 2; and column 3, lines 34 - 40: criteria designated within 
specified criteria). 

At the time of the invention, it would have obvious to one of ordinary skill in the art to 
modify the printing system of Rourke et al. such that it would incorporated a filtering program 
with filtering guidelines as in Docter et al. The motivation for doing so would have been to 
provide security to printing devices by identifying characteristics that are undesirable for printing. 

For claim 10, and similar claim 17, US 795 teaches the printer of claim 1, but does not 
expressly disclose wherein said desirable characteristic comprises one of a source computer 
identifier, a user identifier, a file type, and a password. 

Docter however does disclose wherein said desirable characteristic comprises one of a 
source computer identifier, a user identifier, a file type, and a password (column 2, line 5; and 
column 3, lines 34 - 40). 

At the time of the invention, it would have obvious to one of ordinary skill in the art to 
modify the printing system of Rourke et al. such that it would incorporated a filtering program 
with filtering guidelines as in Docter et al. The motivation for doing so would have been to 
provide security to printing devices by identifying characteristics that are suitable for printing. 
For claim 21, US 795 teaches the system of claim 20, and a memory device and firmware 
(see Figure 1) but does not expressly disclose wherein said filtering program is stored by at 
least one of a memory device and firmware. 

Docter however does disclose wherein said filtering program is stored by at least one of a 
memory device and firmware (see column 3, lines 20 - 22). 

At the time of the invention, it would have obvious to one of ordinary skill in the art to 
modify the printing system of Rourke et al. such that it would incorporated a filtering program 
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with filtering guidelines as in Docter et al. The motivation for doing so would have been to 
provide security to printing devices. 

For claim 27, US 795 discloses the system of claim 20, includes instructions for said 
printer, the instructions comprising information about a source of media onto which printing of 
said at least one file is to be effected, information about orientation in which said at least one file 
is to be printed on a media, information about whether printing is to be effected on one or two 
sides of a media, information about a number of copies to be printed, or information about 
whether multiple copies should be collated (see Figure 1 and associated text: where these 
instructions are inherent features of a printing system). 

For claims 30 - 34, US 795 discloses the printer of claim 1 but does not expressly 
disclose wherein said undesirable characteristic comprises: a file having a certain extension; file 
including a particular file string; file size exceeding a maximum threshold; one of an identifier for 
a prespecified source computer and an identifier for a prespecified user; a time-consuming print 
command, (see column3, lines 30-40: any number of filtering parameters or attributes may be 
used to filter data) 

8. Claims 24 - 25 and 29 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Rourke et al. in US Patent No. 5077795 (hereinafter US 795) and Docter et al. in US 
Patent No. 6330610 (hereinafter US '610) further in view of Kawamura in US Patent No. 
5731882 (hereinafter US '882). 

For claim 24 and similar claims 25 and 29, US 795 teaches the printing system of claim 
1 , but does not expressly disclose wherein a message is generated if said at least one 
prespecified characteristic is said undesirable characteristic and processing of said file is 
terminated. 
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Kawamura however in US '882 does disclose wherein a message is generated if 
processing of said file is terminated, (see column 9, lines 45 - 58: message "printer error"...) but 
does not expressly disclose at least one prespecified characteristic is said undesirable 
characteristic. 

Docter however in US '610 does disclose at least one prespecified characteristic is said 
undesirable characteristic ((see column 2, line 2: first filter criteria; see column 10, lines 32 - 33: 
where filtering is based on data received; and column 2, lines 14-15: where the profile data set 
contains elements associated with particular class of recipients). 

At the time of the invention, it would have been obvious to one of ordinary skill in the art 
to modify the printing system of Rourke et al. such that it would incorporate a filtering program 
with specified parameters and characteristics of files to be printed as in Docter et al. such that if 
printing of a file was prevented, a message would be generated to inform the user as in 
Kawamura. The motivation for doing so would have been to alert the user of a printing error. 

Conclusion 

9. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Shima in US Patent No. 6149323 discloses a print system, printer controller, printer, 
and printer control method.. 

10. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time policy as 
set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
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CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing date 
of this final action. 

1 1 . Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Laurel Lashley whose telephone number is 571-272-0693. The examiner 
can normally be reached on Monday - Thursday, alt Fridays btw 7:30 am & 5 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gilberto Barron, Jr. can be reached on 571-272-3799. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you 
would like assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Laurel Lashley 



Examiner 





GILBERTO BARRON ^j(L 
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